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DETAILED ACTION 

Claims 1-13 are pending in the application. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 1 -1 3 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The following reasons apply: 

a. Claim 1 and claims dependent thereon are vague and indefinite in that it is 
not known what is meant by the capital letter, which begins the indentations a), 
b), c) and d) on page 1 3. Capital letters are used at the beginning of the claim or 
in the case of chemical cases for variables. 

b. Claim 1 and claims dependent thereon are vague and indefinite in that it is 
not known what is meant by 10-methoxyiminostillbene which appears to be 
misspelled. 

c. A broad range or limitation together with a narrow range or limitation that 
falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. See MPEP § 2173.05(c). Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte 
Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. App. & Inter. 1989), as to where broad 
language is followed by "such as" and then narrow language. The Board stated 
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that this can render a claim indefinite by raising a question or doubt as to whether 
the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 1 
recites the broad recitation 25-80°C, and the claim also recites 50 to 70 °C which 
is the narrower statement of the range/limitation. 

d. Claim 3 recites the limitation "ammonia gas" in the second line of the 
claim. There is insufficient antecedent basis for this limitation in the claim. 

e. Claim 4 is vague and indefinite in that it is not known what is meant by the 
comma at the end of the claim. Each claim must end with a period to indicate the 
end of the claim. 

f. Claim 5 recites the limitation "chlorinated aliphatic solvents" in the second 
line of the claim. There is insufficient antecedent basis for this limitation in the 
claim. 

g. Claim 5 is vague and indefinite in that it is not known what is meant by 
"trichloroethylene" which is divalent. 

h. Claim 6 recites the limitation "solvent aromatic hydrocarbons" in the 
second line of the claim. There is insufficient antecedent basis for this limitation 
in the claim. 
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i. Claim 7 is vague and indefinite in that it is not known what is meant by the 
capital letters in the solvents Dimethyl formamide and Dimethylacetamide. 
j. Claim 10 is vague and indefinite in that it is not known what is meant by 
dimethylforamamide which is believed to be misspelled, 
k. Claim 12 recites the limitation "ammonia gas" in the second line of the 
claim. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Haasz et al., HU 63389 as applied to claims 1-1 3 above, and further in view of Eckert et 

al. Angewandte Chemie International Edition. Haasz teaches the process of preparing 

oxcarbazepine of the instant invention from 10-methoxy-5H-diben[b,f]azepine via 

chlorocarbonylation, ammonolysis and hydrolysis. Haasz differs from the process of the 

instant invention in that the chlorocarbonylation is carried out using diphosgene. Eckert 

teaches the use of triphosgene as a phosgene substitute. The use of phosgene and 

diphosgene in the chlorocarbonylation reaction of 10-methoxy-5H-diben[b,f]azepine is 

well know in the art. Eckert who states that diphosgene, which has already been used 

as a phosgene substitute has proved useful in all common phosgene reactions, but, as 
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a liquid, its transport and storage still pose considerable dangers. Eckert further states 
that triphosgene is a crystalline, stable solid which is easy to transport and to store. 
Eckert also indicates that the chloroformylation of example 2b to obtain 3b can be done 
with a 1/3 mol of triphosgene wherein it would require a mole of phosgene (severalfold 
excess with only moderate yields). Thus, one of ordinary skill in the art at the time the 
invention was made would have been motivated to select triphosgene in place of the 
dangerous and risky chemical diphosgene and in so doing obtain oxcarbazepine by the 
process of the instant invention in view of the teachings outlined above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda L. Coleman whose telephone number is 571- 
272-0665. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on 571-272-0661. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Brenda L. Coleman/ 

Primary Examiner, Art Unit 1624 



